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I. INTRODUCTION 

A. Real Party m Interest 

The real party in interest with r«>pcet to this appeal is the Hewlett-Packard Company, 
the named aasignec jn this application. 

B- Related Appeals und Tntcrferences 
None. 

C, Status of Chiims 

Claims 1-13 stand rejected, and Claims 1-1 3 are at issue on this appeo]. 

Pursuant to 37 CJ? JL § 4L37, Appellant hereby appeals the Examiner's decision 
finally rejecting Claims 1-13 to the Board of Patent Appeals and Interferences. Therefore, all 
claims pending in this application are at issue on this appeal. 

D* Status of Amendments 

A Request for Reconsideration was filed subsequent to the issuance of the final OfiBcc 
Action. That Request for Reconsideration did not include any amendments to the claims, 
A copy of the claims at issue on appeal is attached as the Claims Appendix. 

n. SUM MARYOILCLAIMED SUBJECT 

Claim 1 of the prcscm invention is the only independent claim and pertains to a 
method of forming a by-pass capadlor on a multi-lcvd metallization device (100), as shown 
in the flow diagram (200) depicted in Figure 2. The steps outlined in the flow diagram (200) 
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arc further illustrated with respect to Figures SA-SE, which depict side views during various 
stages of the claimed multi-level metallization device (100) formation process. 

In the method of Claim U a first clcelxode (320-324) is formed in a first dielectric 
layer (305) of the multi-level mctolliy;ution device (100). This element of Qaim 1 is depicted 
at step 210 of Figure 2, in Figure 3A, and a description of this clement is set forth in line 14 
of page 7 to line 2 of page 8 in the SpecifioQtion. 

Tn addition. Claim 1 includes that a substantially thin insulator layer (330) is deposited 
over the first dielectric layer (305) of the multi-level metallization device (100). Tlus feature 
of Claim 1 is depicted at step 215 of Figure 2, in Figure 3B, and a description of this element 
is set ford! in lines 3-12 of page g of the Specificaiion. 

Claim 1 further includes that a second electrode (360) is formed in a second dielectric 
layer (335), wherein the second dielectric layer (335) is formed over the substantially thin 
insulator layer (330). This feature of Claim 1 is depicted at step 235 of Figure 2, in Figure 
3E, and a description of this element is set forth in the paragraph starting on line 21 of page 8 
and ending on line 2 of page 9 of the Specification. 

m. GROinSPS OF RfclKCT TO BE REViKWEP ON APPEAL 

Claims 1-4 and 7-13 stand rqected under 35 U.S,C, § 1 02(b) as allegedly being 

anticipated by the disclosure contained in U.S. Patent No. 6,051,858 to UcWda et al. 
Claims 5 and 6 stand rejected under 35 U.S.C. § 103(a) as allegedly facing 

unpatentable over U.S. Patent No. 6,051 ,858 to Uchida et al. 
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IV. ARGUIVIENT 

A. Rejection of Claims l-4_and_7^13_I]nder 35 U>S.C-j^i n2_Ovcr_U.$. Patent 
No> 6.051,858 to Uchida et aL 

1. The Examiner's Position 
The Examiner is of the opinion that U.S. Patent No. 6,051 ,858 to Uchida ct al. (herein 
aftiir *TJchida ct al.'O discloses all of the features claimed in Claims M and 7-13 of the 
present invention and that Claims 1-4 and 7-1 3 are tiiereforc anticipated by the disclosure 
contained in Uchida et al. In setting forth this rejection, ihc Exuminer alleges that Figure 5 of 
Uchida ct aU discloses all of the features claimed in Clahns 1 -4 and 7-13 of the present 
invention- A copy of Figure 5 is reproduced below. 




The Examiner aneg«a that the bottom electrode (32) and the ferroelectric/dielectric 
layer (34) of Uchida et al. respectively read on the clahned first electrode (320-324) and the 
claimed first dielectric layer (305). The Examiner also alleges that Uchida et al. discloses a 
step of forming the bottom dectrodc (32) in the fenoelcctric^dielectric layer (34). 

In addition, the Examiner allies that the fcrroelectric/dicleccric layer (34) of Uchida 
ct al. reads on the claimed substantially thin dielectric material layer (330). Tn this regard, the 
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Examiner also alleges that Uchida ct al. discloses depositing the ferroelectric/dielectric layer 
(34) over the ferrodcctric/diclcctric layer (34). In other words, th«5 Examiner has alleged that 
Figure 5 of Uchida ct al. somehow discloses that the ferroelectric/dielectric layer (34) is 
deposited on itself. Jn making this allegation, the Examiner has also asserted tliat Uchida ct 
al, somehow disclose that the bottom electrode (32) is formed in the ferroelectric/dielectric 
layer (34) and that the ferroelectric/diclectric layer (34) is deposited on the 
ferrodcctric/dielectric layer (34). 

The Examiner has apparently recogm'zcd this defidency in Uchida ct al,, but has 
argued on pages 5 and 6 of the Official Action mailed on March 8, 2005, that "element 34 
could be divided into two layers the lower layer has a dielectric layer formed in it The upper 
portion of element 34 meets the requirements of Applicant's claim language in that it lies 
over the lower portion of 34, Therefore Uchida anticipates Applicant's claim language*** 
Emphasis added. The Examiner is thus of the opinion that the fcrroelectric/didcctric layer 34 
of Uchida et al. could be modified to anticipate the claimed invention* 

Furthermore, the Examiner asserts that a wiring layer (55) and protective layer (40) of 
Uchida ct al. respectively read on the claimed second electrode (360) and the claimed second 
dielectric layer (335). The Examiner also asserts that the wiring layer (55) is fonmed 
substantially over the protective layer (40). 

2* Discussion of the Law 
The test ibr determining if a reference antidpatcs a claim, for purposes of a rqection 
under 35 U.S*C § 102, is whether the reference discloses all the elements of the claimed 
combination, or the mechanical equivalents thereof functioning in substantially the same way 
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to produce substantially tlic same results- As noted by the Court of Appeals for the Federal 

Circuit in Lindemann Maschinen/abrick GmbH v* American Hoist and Derrick Co., Ill 

USPQ 481, 485 (Fed, Cin 1 984), in evaluating the sufSdcncy of an anticipation rcgection 

under 35 U,S.C, § 1 02, the Court stated: 

Anticipation rcq uires the presence in a single prior art reference 
disclosure of each and every element of the claimed invention, 
arranged as in the claim. 

Therefore, if the cited reference does not disclose each and every element of the 

daimcd invention, then the cited reference fells to anticipate the claimed invention and, thus, 

the claimed invention is distinguishable over the cited reference. 

3. The Appclliint's Position 
Thergection of Claims M and 7-13 based upon the disclosure contained in Uchida 
et al, is improper and should be withdrawn for at least the following reasons. 

iU Interpretation ofUchida_et_atb:_Clearlv Incorrect 
TnitiaJly, the assertion that the protective layer 40 of Uchida et al. reads on the second 
dielectric layer 335 of Claim 1 is incorrect because the protective Ixryer 40 is not a dielectric 
layer- Instead, the protective layer 40 "comprises one or more metals with oxygen and/or 
nitrogen" Column 9, lines 28-30 of Uchida ctal. As such, the protective layer 40 appears to 
be a conductor of electricity and not an insulator of electricity. As such, the Examiner's 
allegation that the protective layer 40 is a dielectric layer is inconcet 

In addition, the assertion that the fetroelcctric/diclcctric layer 34 is deposited over the 
ferroelectric/dielectric layer 34 to read on "depositing a substantially tbi'n insulator layer over 
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said first dielectric layer"* is improper becauisc a single layer 34 cannot reasonably be 
construed as being deposited over itself* As shown very clearly in Figure 5 of UcWda et aK, 
the ferroelectric/dielectric layer 34 comprises a single layer that is most likely deposited 
during a single deposition operation and not formed as separate layers* Therefore, there 
appears to be absolutely no disclosure in Uchida ct al. to lead one to conclude that the 
ferroelectric/dielectric layer 34 is deposited over itself as separate layens. 

Moreover, Uchida ct al, fails to disclose that a first electrode is fenned in a first 
dielectric layer. Instead, Figures 3 and 4 of Uchida et al. appear to show that the bottom 
electrode 32 is formed or placed over a plug 38 and then the fcrrodectric/dielectric layer 34 is 
formed over the bottom dcctnsdc 32. As such, Uchida ct al. fails to disclose tiic step of 
forming the bottom electrode 32 in the ferroelectric/dielectric layer 34. 

For at least these reasons, the allqgation that Uchida ct al. anticipates Claim 1 is 
improper and should be withdrawn, 

b. Anticioation_Rejection_is_Clearlv Improper 
Even assuming for the sake of ajsumcnt that the above-described interpretation of 
Uchida ct al. is proper, the proposed interpretation would still fail to disclose eadi and every 
clement claimed in Claim L For instance, Udiida et al. feils to disclose forming a first 
electrode in a first dielectric layer and dq)OSiting a substantially thin insulator l^er over the 
first didcctric layer, as recited in Claim 1. Instead, Uchida ct al, shows in Figures 3-5, that 
the bottom electrode 32 is formed or deposited over a plug 38 and that the 
ferroelectric/dielectric layer 34 is, in most likdihood, deposited on top of the bottom 
dcctrodc 32. 
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The OfBcial Action acknowledges that Uchidu ct al. does not disclose depositing a 
substantially thin insulator layer over the first dielectric layer in the "Response to 
Arguments" section on pages 5 and 6 of the Official Action mailed on March 8, 2005, More 
particularly, the Official Action asserts that the ferroelectric/dielectric layer 34 "could be 
divided into two layers has[j/c] a dielectric layer formed on it. Tlie upper portion of clement 
34 meets the requirements of Applicant's claim language in that it lies over ihe lower portion 
of 34." Basically, therefore* the OfBcial Action has asserted that fhe ferroelcctric/didcctric 
layer 34 of Uchida ct al. could be divided into two layers. There are, however, a number of 
errars and improprieties assodated with this assertion 

firstly, the assertion tliat Uchida al, could be modified to divide the 

ferroelectric/dielectric layer 34 into two layers is an improper basis for setting forth a 

rqection based up6n anticipation. Anticipation cannot be based on what "could be" taught by 

the reference or what might be taught through modification of a reference. As noted by the 

Court of Appeals for the Federal Circuit in Lindcmann Maschinenfabrick GmbH v. American 

Hoist and Derrick Co^.m USPQ 481,485 (Fed. Cir, 1984), in evaluating flie sufficiency of 

an anticipation rqcction under 35 U-S-C § 102, the Court stated: 

Anticipation requires the presence in a single prior art reference 
disclosure of each and cvay element of the claimed invention, 
arranged as in the claim. 

Here, by the Examiner^s own admission, Uchida ct at fails to disclose each and every 
element claimed in Claim 1. As such, Uchida ct at &ils to anticipate the claimed invention 
and, thus, the claimed Invention is distinguishable over Uchida ct al. 

Sccondly, even assuming for Ihe sake of argument the Official Action intended to 
rgect Claim 1 as being ohvious, the Official Action has not provided any reason or 
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motivation to lead one of ordinary skill in the art to divide the ferroclcctric/dtelectric layer 34 
oFUchida ct al. into two layers. In addition, there appears to be no disclosure in Uchida ct al. 
to lead one of ordinary skill in the art to modify Uchida ct al as proposed in the Oflictal 
Action, More particularly, there appears to be no disclosure in Uchida ct al. to apply the 
single ferroelectric/dielectric layer 34 of Uchida ct al. as two separate layers in two separate 
steps- Therefore, the present invention as claimed in Claim 1 would be unobvious over the 
disclosure contained in Uchida ct al. 

It is thus respectfully submitted that Uchida ct al. fails to antidpate the claimed 
invention as set forth in Claim 1 and that the Examiner has improperly rgcctcd Claim 1 • 

For at least the foregoing reasons, the rejection of Claim 1 is clearly improper and 
should be withdrawn. 

B- Ttctcction of Claims 5 and 6_Undcr 35_U.S.C, S103 Over Patent No> 
6.051.858 to Uchida ct al. 

1. The Examiner's Fosition 

The Examiner has rgcctcd Claims 5 and 6 under 35 U.S.C. § 103(a) as allegedly 
being unpatentable over the disclosure contained in Uchida ct aU 

More particularly, the Examiner has rcgected Claims 5 and 6 as hdng prima facie 
obvious in view of the disclosure contained in Uchida ct aL because the ranges claimed in 
Claims 5 and fi have allegedly not been shown to achieve unexpected rcsults- 
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2, Discussion or the Law 



The test for determining i f a claim is rendered obvious by one or more references for 



